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REQUEST FOR RECONSIDERATION AFTER FINAL OFFICE ACTION:

MARK:                      FAMILY GAME NIGHT

SERIAL NO.:            77918640

 Applicant seeks to register the mark FAMILY GAME NIGHT for “entertainment services, namely, an
on-going television game show . . . [and] . . . an on-going television game show segment” in
International Class 41.  In the latest office action, dated May 5, 2011, the Examining Attorney made
final his refusal to register the mark on the grounds that it is merely descriptive under Section 2(e)(1) of
the Trademark Act.  The Examiner rejected Applicant’s 2(f) claim based on its prior registration for
FAMILY GAME NIGHT, Registration No. 2242143, on the grounds that Applicant’s evidence does
not show a relationship between the goods in Applicant’s prior registration and the services in the
application.

In response, Applicant submits additional evidence that the goods in the prior registration and the
services in the application are related.  Applicant believes this response fully satisfies all outstanding
requirements of the Examining Attorney, and respectfully requests the Examiner to reconsider his
decision.  Applicant is filing a notice of appeal contemporaneously with this Request for
Reconsideration.

Both the Examiner and Applicant agree that in order to show that a mark in an intent-to-use application
has acquired distinctiveness, it must meet two requirements:  (1) acquired distinctiveness as to the other
goods or services by appropriate evidence, such as “ownership of a prior registration for the same mark
for related goods or services;” and (2) that the goods or services in the prior registration are related to
the goods or services in the intent-to-use application.  Id. citing In re Rogers, 53 U.S.P.Q.2d 1741, 1744
(T.T.A.B. 1999). 

The Examiner’s rejection of Applicant’s 2(f) claim in this case rests on his contention that Applicant
has not established a relationship between the goods in Applicant’s prior FAMILY GAME NIGHT®
registration in Class 28 (“equipment sold as a unit for playing a parlor type game”), and the services in



Applicant’s FAMILY GAME NIGHT intent-to-use application in Class 41 (“an on-going television
game show and an on-going television game show segment”).   More specifically, “Applicant has not
offered any evidence that entertainment companies also provide board games. . . .” nor does
Applicant’s evidence “show an entity which produces both parlor games and television game shows.”  
The Examiner requires Applicant to “show a relationship between parlor games or board games and the
services in the application from any source that provides both.”  

In response, Applicant submits additional evidence that it believes establishes the relationship that the
Examiner is looking for, specifically:  (1) numerous examples showing one entity holding U.S.
Trademark Registrations for both television game shows and for board games; and (2) third party
evidence discussing the history and providing additional examples of single entities producing television
game shows and board games based on those shows.

U.S. Trademark Registrations:

Califon Productions Inc.:  WHEEL OF FORTUNE, U.S. Reg. No. 1491571, for
“Entertainment services rendered through the media of television, namely, a television
series game show,” in Class 41; and WHEEL OF FORTUNE, U.S. Reg. No. 1491261,
for “boardgames,” in Class 28. (Exhibits A1 and A2)

 Jeopardy Productions, Inc. DBA Merv Griffin Enterprises Corporation:  JEOPARDY!,
U.S. Reg. No. 1545697, for “Entertainment services rendered through the media of
television, namely, a television series game show,” in Class 41; and JEOPARDY!, U.S.
Reg. No. 1533358, for “boardgames” in Class 28. (Exhibits A3 and A4)

 Fremantlemedia Operations B.V. Limited Liability Company:  FAMILY FEUD, U.S.
Reg. No. 2752717, for “E ntertainment services, namely, a continuing television game
show,” in Class 41; and FAMILY FEUD, Reg. No. 2768047, for “board games,” in
Class 28. (Exhibits A5 and A6)

 Fremantlemedia Operations B.V. Limited Liability Company:  PASSWORD , U.S.
Reg. No. 2264449, for “entertainment services in the nature of the production and
distribution of a continuing television game show series,” in Class 41; and PASSWORD,
U.S. Reg. No. 2745735, for goods in Class 28 including “board games.” (Exhibits A7
and A8)

 Celador International Limited Corporation: WHO WANTS TO BE A MILLIONAIRE,
U.S. Reg. No. 3093487, in multiple classes for multiple goods and services including in
Class 41 for “Entertainment services, namely, entertainment in the nature of an ongoing
television program constituting a quiz/game show,” and in Class 28 for “board games.”
(Exhibit A9)

 Let's Make A Deal Hatos Productions, Inc. and Monty Hall Enterprises, Inc., LET’S
MAKE A DEAL, U.S. Reg. No. 0960139, for “Providing entertainment through the
media of audience-participation shows produced primarily for television,” in Class 41;
and LET’S MAKE A DEAL, U.S. Reg. No. 3990294, for “Board games” in Class 28.
(Exhibits A10 and A11)

For the Examiner’s convenience, copies of information regarding the cited marks downloaded from the
USPTO’s Trademark Electronic Search System database are attached as ExhibitsA1-A12.



Third Party Evidence

The third party fan site www.boardgamecentral.com makes the connection between television game
shows and board games most directly in a section of the site devoted to “Board Games Based on Game
Shows” where it poses the (rhetorical) question:  

Has there ever been a more perfect marriage than TV and games? . . .  And of course, TV
Game Shows can be turned into great board games. Nearly all of the popular game shows
over the years, from Password to Wheel of Fortune to Family Feud and Catch 21, have
been turned into board games.

http://www.boardgamecentral.com/games/gameshows.html  (Exhibit B).  The site goes on to identify “a
few of the many” board games based on television game shows.  

The somewhat awkwardly named “The Game Show Home Game Home Page,”
http://userdata.acd.net/ottinger/gshghp/, (Exhibit C) is another fan site devoted to the relationship
between board games and television game shows.  It describes itself as “a sort of electronic museum
dedicated to the home versions of TV and radio game shows” ( id.), and provides a brief history of the
relationship between game shows (beginning with radio game shows and continuing on with television
game shows) and games.  http://userdata.acd.net/ottinger/gshghp/ (Exhibit D)

Like the U.S. Trademark registration evidence, this third party evidence supports the contention that
there is a well-established relationship between parlor games or board games and television game shows
such that there is a strong likelihood that the prior mark’s established trademark function will transfer
to the television game show services when use in commerce occurs. 

Additional Regarding Applicant's Use of FAMILY GAME NIGHT

Additional evidence regarding Applicant’s own use of the FAMILY GAME NIGHT® mark shows,
unlike the evidence submitted with the prior response, (1) that the FAMILY GAME NIGHT mark
appears on the web page for the FAMILY GAME NIGHT television game show next to life size game
pieces from Applicant’s SORRY® board game which are used on the show to play a life-size variation
of the game; (2) the packaging for the SORRY® board game that also includes the FAMILY GAME
NIGHT® mark (Exhibit E); and (3) evidence that Hasbro is known within the public as an
entertainment company (Exhibit F).  A clip from the segment featuring the SORRY® game on an early
segment of the FAMILY GAME NIGHT game show at
http://www.hubworld.com/watch/736214994001/family-game-night-season-1-clip-2-episode-1 shows
the game pieces of the SORRY® board game being used and the FAMILY GAME NIGHT mark in use
on the show itself.

In light of all the foregoing, Applicant respectfully requests that the Examining Attorney reconsider his
rejection and approve the FAMILY GAME NIGHT application for publication.  As noted before,
doubts as to whether a mark is descriptive are to be resolved in favor of the Applicant.  McCarthy on
Trademarks, § 11:51, In re Women’s Publishing Co ., 23 U.S.P.Q.2d 1876, 1877 (TTAB 1992) (finding
that, for a magazine featuring articles on decorating, the mark DECORATING DIGEST was not
descriptive and noting that “in accordance with precedent, we must resolve any reasonable doubt in
favor of applicant”). In re Maverty Media Group Ltd., 33 F.3d 1367, 31 U.S.P.Q.2d 1923, 1928 (Fed.
Cir. 1994).



Should anything further be required, a telephone call to the undersigned at (212) 907-7321 is
respectfully requested.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 77918640 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST FOR RECONSIDERATION AFTER FINAL OFFICE ACTION:

MARK:                      FAMILY GAME NIGHT

SERIAL NO.:            77918640

 Applicant seeks to register the mark FAMILY GAME NIGHT for “entertainment services, namely, an
on-going television game show . . . [and] . . . an on-going television game show segment” in International
Class 41.  In the latest office action, dated May 5, 2011, the Examining Attorney made final his refusal to
register the mark on the grounds that it is merely descriptive under Section 2(e)(1) of the Trademark Act. 
The Examiner rejected Applicant’s 2(f) claim based on its prior registration for FAMILY GAME
NIGHT, Registration No. 2242143, on the grounds that Applicant’s evidence does not show a
relationship between the goods in Applicant’s prior registration and the services in the application.



In response, Applicant submits additional evidence that the goods in the prior registration and the services
in the application are related.  Applicant believes this response fully satisfies all outstanding requirements
of the Examining Attorney, and respectfully requests the Examiner to reconsider his decision.  Applicant
is filing a notice of appeal contemporaneously with this Request for Reconsideration.

Both the Examiner and Applicant agree that in order to show that a mark in an intent-to-use application
has acquired distinctiveness, it must meet two requirements:  (1) acquired distinctiveness as to the other
goods or services by appropriate evidence, such as “ownership of a prior registration for the same mark
for related goods or services;” and (2) that the goods or services in the prior registration are related to the
goods or services in the intent-to-use application.  Id. citing In re Rogers, 53 U.S.P.Q.2d 1741, 1744
(T.T.A.B. 1999). 

The Examiner’s rejection of Applicant’s 2(f) claim in this case rests on his contention that Applicant has
not established a relationship between the goods in Applicant’s prior FAMILY GAME NIGHT®
registration in Class 28 (“equipment sold as a unit for playing a parlor type game”), and the services in
Applicant’s FAMILY GAME NIGHT intent-to-use application in Class 41 (“an on-going television
game show and an on-going television game show segment”).   More specifically, “Applicant has not
offered any evidence that entertainment companies also provide board games. . . .” nor does Applicant’s
evidence “show an entity which produces both parlor games and television game shows.”   The Examiner
requires Applicant to “show a relationship between parlor games or board games and the services in the
application from any source that provides both.”  

In response, Applicant submits additional evidence that it believes establishes the relationship that the
Examiner is looking for, specifically:  (1) numerous examples showing one entity holding U.S. Trademark
Registrations for both television game shows and for board games; and (2) third party evidence discussing
the history and providing additional examples of single entities producing television game shows and
board games based on those shows.

U.S. Trademark Registrations:

Califon Productions Inc.:  WHEEL OF FORTUNE, U.S. Reg. No. 1491571, for
“Entertainment services rendered through the media of television, namely, a television
series game show,” in Class 41; and WHEEL OF FORTUNE, U.S. Reg. No. 1491261,
for “boardgames,” in Class 28. (Exhibits A1 and A2)

 Jeopardy Productions, Inc. DBA Merv Griffin Enterprises Corporation:  JEOPARDY!,
U.S. Reg. No. 1545697, for “Entertainment services rendered through the media of
television, namely, a television series game show,” in Class 41; and JEOPARDY!, U.S.
Reg. No. 1533358, for “boardgames” in Class 28. (Exhibits A3 and A4)

 Fremantlemedia Operations B.V. Limited Liability Company:  FAMILY FEUD, U.S.
Reg. No. 2752717, for “E ntertainment services, namely, a continuing television game
show,” in Class 41; and FAMILY FEUD, Reg. No. 2768047, for “board games,” in Class
28. (Exhibits A5 and A6)

 Fremantlemedia Operations B.V. Limited Liability Company:  PASSWORD , U.S. Reg.
No. 2264449, for “entertainment services in the nature of the production and distribution
of a continuing television game show series,” in Class 41; and PASSWORD, U.S. Reg.
No. 2745735, for goods in Class 28 including “board games.” (Exhibits A7 and A8)



 Celador International Limited Corporation: WHO WANTS TO BE A MILLIONAIRE,
U.S. Reg. No. 3093487, in multiple classes for multiple goods and services including in
Class 41 for “Entertainment services, namely, entertainment in the nature of an ongoing
television program constituting a quiz/game show,” and in Class 28 for “board games.”
(Exhibit A9)

 Let's Make A Deal Hatos Productions, Inc. and Monty Hall Enterprises, Inc., LET’S
MAKE A DEAL, U.S. Reg. No. 0960139, for “Providing entertainment through the
media of audience-participation shows produced primarily for television,” in Class 41; and
LET’S MAKE A DEAL, U.S. Reg. No. 3990294, for “Board games” in Class 28.
(Exhibits A10 and A11)

For the Examiner’s convenience, copies of information regarding the cited marks downloaded from the
USPTO’s Trademark Electronic Search System database are attached as ExhibitsA1-A12.

Third Party Evidence

The third party fan site www.boardgamecentral.com makes the connection between television game shows
and board games most directly in a section of the site devoted to “Board Games Based on Game Shows”
where it poses the (rhetorical) question: 

Has there ever been a more perfect marriage than TV and games? . . .  And of course, TV
Game Shows can be turned into great board games. Nearly all of the popular game shows
over the years, from Password to Wheel of Fortune to Family Feud and Catch 21, have
been turned into board games.

http://www.boardgamecentral.com/games/gameshows.html  (Exhibit B).  The site goes on to identify “a
few of the many” board games based on television game shows.  

The somewhat awkwardly named “The Game Show Home Game Home Page,”
http://userdata.acd.net/ottinger/gshghp/, (Exhibit C) is another fan site devoted to the relationship between
board games and television game shows.  It describes itself as “a sort of electronic museum dedicated to
the home versions of TV and radio game shows” ( id.), and provides a brief history of the relationship
between game shows (beginning with radio game shows and continuing on with television game shows)
and games.  http://userdata.acd.net/ottinger/gshghp/ (Exhibit D)

Like the U.S. Trademark registration evidence, this third party evidence supports the contention that there
is a well-established relationship between parlor games or board games and television game shows such
that there is a strong likelihood that the prior mark’s established trademark function will transfer to the
television game show services when use in commerce occurs. 

Additional Regarding Applicant's Use of FAMILY GAME NIGHT

Additional evidence regarding Applicant’s own use of the FAMILY GAME NIGHT® mark shows,
unlike the evidence submitted with the prior response, (1) that the FAMILY GAME NIGHT mark appears
on the web page for the FAMILY GAME NIGHT television game show next to life size game pieces from
Applicant’s SORRY® board game which are used on the show to play a life-size variation of the game;
(2) the packaging for the SORRY® board game that also includes the FAMILY GAME NIGHT® mark
(Exhibit E); and (3) evidence that Hasbro is known within the public as an entertainment company
(Exhibit F).  A clip from the segment featuring the SORRY® game on an early segment of the FAMILY



GAME NIGHT game show at http://www.hubworld.com/watch/736214994001/family-game-night-
season-1-clip-2-episode-1 shows the game pieces of the SORRY® board game being used and the
FAMILY GAME NIGHT mark in use on the show itself.

In light of all the foregoing, Applicant respectfully requests that the Examining Attorney reconsider his
rejection and approve the FAMILY GAME NIGHT application for publication.  As noted before, doubts
as to whether a mark is descriptive are to be resolved in favor of the Applicant.  McCarthy on Trademarks,
§ 11:51, In re Women’s Publishing Co ., 23 U.S.P.Q.2d 1876, 1877 (TTAB 1992) (finding that, for a
magazine featuring articles on decorating, the mark DECORATING DIGEST was not descriptive and
noting that “in accordance with precedent, we must resolve any reasonable doubt in favor of applicant”).
In re Maverty Media Group Ltd., 33 F.3d 1367, 31 U.S.P.Q.2d 1923, 1928 (Fed. Cir. 1994).

Should anything further be required, a telephone call to the undersigned at (212) 907-7321 is respectfully
requested.

EVIDENCE

JPG file(s):
Evidence-1
Original PDF file:
evi_246023645-164626501_._EXHIBITS_A1-A11.pdf
Converted PDF file(s) (24 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Evidence-12
Evidence-13
Evidence-14
Evidence-15
Evidence-16
Evidence-17
Evidence-18
Evidence-19
Evidence-20
Evidence-21
Evidence-22
Evidence-23
Evidence-24



Original PDF file:
evi_246023645-164626501_._Exhibit_B_-_www.boardgamecentral.pdf
Converted PDF file(s) (10 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Original PDF file:
evi_246023645-164626501_._Exhibit_C_-_Game_Show_Home_Game_Home_Page.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_246023645-164626501_._xhibit_D_-
_A_Brief_History_of_Game_Show_Home_Game_Home_Games.pdf
Converted PDF file(s) (1 page)
Evidence-1
Original PDF file:
evi_246023645-164626501_._Exhibit_F_-_The_Hub__TV_channel__-_Wikipedia.pdf
Converted PDF file(s) (5 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /carin reynolds/     Date: 11/07/2011
Signatory's Name: Carin G. Reynolds
Signatory's Position: Attorney of record, NY & NH bar member

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.



The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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